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Protecting Your Global Trademark Using the Madrid Protocol

By Thomas Telesca

Any successful brand should have a
trademark to 1dentify the origin of the
goods or services provided. What if the
success goes global? Usually, business-
es retain local trademark counsel in each
country in which the business secks a
mark. However, under the Madnd
Protocol, the business only needs to file
a single international application with
its national trademark office designating
member countries where the foreign
trademark is sought.

The Madrid Protocol is an internation-
al treaty administered by the
International Bureau (IB) of the World
Intellectual Property Organization, one
of seventeen specialized agencies of the
United Nations. Its offices are in
Geneva, Switzerland. Adopted in 1989,
the Madrid Protocol has been in force
since 1996. The U.5. became a member
in Movember 2003. Recently, India,
Mexico, Rwanda, and Tunisia joined the
Madrid Protocol. In 2012, there were
more than 44,000 international applica-
tions filed under the Protocol.

Registration wunder the Madnd
Protocol does not create an internation-
al right. Instead, it creates a bundle of
national rights which can be centrally
administered by the IB. Although inter-
national registration under the Protocol
is streamlined and less expensive, it has
significant pitfalls. In certain circums-
stances, it may make more sense to file
sgparate trademark applications at the
national level.

Under the Madnd Protocol,
a 1.8, business can trademark
its brand in member countries
by filing a single application
designating those member
countries, or the European
Union if a Community
Trademark i1s sought. The
international application can
be based on an existing U.S.
registration or a new U.S.
application.! No translations
are required, and payment is made in
dollars to the U.S. Patent and Trademark
Office (USPTO).

After the international application 1s
presented to the IB for its review, the
application 1s submitted to each national
trademark office in which registration is
sought for examination. The national
trademark offices generally have 18
months to object to the registration.
This time frame is shorter than for many
national applications.

The Madnd Protocol does not alter
local laws concerning the acquisition of
trademark rights. Any national trade-
mark office can refuse protection based
on 1ts own national laws 2 If successful,
the international registration is identical
to the protection that would result from
a national registration.* An internation-
al trademark is walid for 10 years and
may be renewed in all designated coun-
tries through a single administrative
process.

The advantages of using the Madnd
Protocol are readily apparent, especially
to a business with a large trademark
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portfolio.  The Protocol is
more efficient and cost-effec-
tive. There 15 no requirement
to retain separate local counsel
in each country in which a
trademark 1s sought. The time
period for prosecution process
15 shorter because each mems-
ber country has agreed to a
specified time period in which
to act, generally eighteen
months. A single document
can effectuate changes in the interna-
tional trademark application or changes
to the applicant’s pedigree information,
such as name and address A single
form can also give notice of an assign-
ment or a license for certain countries.®
The filing and maintenance fees for an
international registration are lower over
time than maintaining several separate
registrations at the national level.

(On the other hand, there are disadvan-
tages to using the Madnd Protocol for
U.S. businesses. This article highlights
a few core deficiencies.”

An international registration under the
Madrid Protocol 1s not freely assignable.
Assignments are generally restricted to
businesses domiciled in member coun-
tries.® As of this writing, this restriction
prevents a U.S. business from transfer-
ring an international registration to a
business located 1in Canada, Brazil,
Argentina, South Africa, or any other
non-member country.

The USPTO's tendency to refuse
broad descriptions of goods and services
in trademark applications may ham-

string the registrant. The description of
goods and services in the international
application must be the same or narrow-
er than the description in the national
registration on which it is based.®
Foreign trademark offices tend to permit
more expansive descriptions of goods
and services than the U.5. Trademark
Office. Ifa U.5. business uses the inter-
national registration process under the
Madrid Protocol, and the trademark is
challenged, its narrow description of the
goods or services may negatively impact
its ability to successfully defend a chal-
lenge to its mark.

In this regard. another significant pit-
fall of the Madrid Protocol lies in the
fact that the international registration 1s
subject to a “central attack.™ If the ini-
tial, basic national application is aban-
doned or the basic national registration
is cancelled within the first five years,
all of the international registrations will
be cancelled too, unless the business
converts the intermational applications
or registrations into separate national
applications in the designated countries
within three months.'® Converting to
separate national applications 1s an
expensive process requiring the trade-
mark owner to engage local counsel and
pay additional filing fees.

A central attack may be instituted by a
third party who seeks to challenge the
basic national application or registration
by instituting opposition or cancellation
proceedings. U.S. trademark owners
should be especially leery of a central
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attack. Opposition and cancellation
proceedings are commenced regularly
and may be based upon common law
rights and not merely the registration
itself. It bears emphasis that when a
base application or registration is
refused, withdrawn, or cancelled within
five years of the international registra-
tion date. the international registration
will be refused, withdrawn, or cancelled
to the same extent. This will negate any
of the cost savings achieved through the
Madrid Protocol, as local trademark
counsel will have to be engaged to pro-
tect foreign trademark rights.

Owerall, if there 15 a concern that a
trademark maybe challenged, or if a
business has a substantial presence in a
particular country, national registration
makes more sense.
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